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REMARKS 



Status of the Claims 



Claims 58, 59, 63, 64 ; 57^72, 75, 76, 84-86, 94-96, 115-157 are in the applicatic 

Claims 58, 59, 63, 64, i7-72, 75, 76, 84-86, 94-96, 1 15-157 were rejected. 

Byway of this amend lent, claims 67-72, 75, 76, 84-86, 94-96 and 126-140 ha\ 
been canceled and new claim; 158-165 have been added. 

Upon entry of this am adment, claims 58, 59, 63, 64, 1 15-125 and 141-165 will e 
pending. 



The claims have been amended to more specifically define aspects and embod - »ents 
of the invention. 

Claims 67-72, 75, 7 ^ 84-86, 94-96 and 126-140 have been canceled v. hout 
prejudice. 

New claims 158-165 have been added to define specific embodiments « the 
invention- Support for the a: lendraent is found throughout the specification and cla: is as 
originally filed. No new matt r has been added. 

Rejection under 35 U.S.C §112 

Claims 58, 59, 63, 64 67-72, 75, 76, 84-86, 94-96, 115-157 stand rejected inu. r 35 
U.S.C §112, first paragraph, as containing subject matter which was not described . the 
specification in such a way^r to enable one skilled in^the art Jo which it pertmm,^^th 
which it is most nearly comp eted, to make and/or use the invention. It is asserted th*-t the 
specification does not provic ; enablement for therapeutically immunizing an anima: It is 
asserted that undue experimei ration would be required to practice the invention* 

Claims 67-72, 75, 76 84-86, 94-96 and 126-140. which are directed at meth Is of 
immunizing an individual ha a been canceled and the rejection is moot as applied to hose 
claims. The remaining claims ire in condition for allowance. 



Summary of the Amendment 
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Claims 115-121 and 14 -147 are directed at methods of introducing DNA molecu js 
into cells of an individual. Tl rejection of the claims and the evidence offered in supp rt 
thereof is directed at making tl case that methods of immunizing are unpredictable and t at 
such methods would require Ui iue experimentation. Applicants respectfully point out t. at 
the claims 115-121 and 141-1^ are directed at methods of introducing DNA molecules r id 
do not require that protective o therapeutic immunity be induced in the individual in order eo 
practice the invention as claim I. None of the evidence is directed at the unpredictability )f 
methods of introducing DNA lolecules into an individual. Those having ordinary skill in 
the art would accept the objet ive truth of Applicants' assertion in view of totality of ie 
evidence. 

Claims 148-157 and ;\v claims 158-165 are directed at methods of indue ig 
antibodies against an antigen r an individual. The rejection of the claims and the evidei ,e 
offered in support thereof is t rected at making the case that methods of immunizing re 
unpredictable and that such r; ^thods would require undue experimentation. Applica ts 
respectfully point out that th' claims 148-157 and new claims 158-165 are directed at 
methods of inducing antibodies and do not require that protective or therapeutic immunity >e 
induced in the individual in or* x to practice the invention as claimed. None of the evide* ;e 
is directed at the unpredictabili - of methods of inducing antibodies against an antigen into m 
individual. Those having or. inary skill in the art would accept the objective truth of 
Applicants' assertion in view o totality of the evidence. 

Claims 58, 59, 63,^^1 122-125 are directed at compositions useful for introdigng 
DNA molecules into cells of Individuals and for inducing antibodies against antigen^ in 
individuals. Nothing in cki is 58, 59, 63, 64 and 122-125 require that protective or 
therapeutic immunity be indi sd in the individual in order to practice the invention as 
claimed. Those having ordinar skill in the art would accept the object ive truth of Applies s* 
assertion in view of totality of ie evidence. 
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Nc 

Various claims have beei 
double patenting as being unp; 
5,817,637, 5,830,876 and 5,593. 
application. Applicants shall fi 
allowable subject matter. A 
undersigned representative at 1 
transmitted to the USPTO by tei 



i-statutory Double Patenting 

rejected over the judicially created doctrine of obvious-t> a 
entable over various claims in U.S. Patent Nos. 5,981,5? \ 
72. At this time, no claims have been allowed m the inst it 
a terminal disclaimers as appropriate upon identification <f 
.plicants invite the Examiner to telephone Applicar 
5-665-5592 to arrange to have such terminal disclaim s 
fax upon such identification of allowable subject matter. 



Conclusion 

The claims are in allows leform. An indication that the claims are in condition foi 
allowance is earnestly solicited. 



Date: S ^ ^l-o* 3 
COZEN O' CONNOR, P.C. 
^900 Market Street . u :3* 
* Philadelphia; PA 191 03-3508 ^ ^ 



Telephone: 
Facsimile: 



(215) 665-2000 
(215) 701-2004 



Respectfully submitted. 





Mark DeLuca 
Registration No. 33,229 
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